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1 Introduction — Principle of Representation

Articles 119 and 120 EUTMR
Article 7(b) EUTMIR
Articles 77 and 78 CDR

Article 62 CDIR

Persons having their domicile or their principal place of business or a real and effective
industrial or commercial establishment within the European Economic Area (EEA),
which consists of the European Union (EU) and Iceland, Liechtenstein and Norway, are
not required to be represented in any proceedings before the Office in either trade
mark or design matters (see paragraph 3.1.1 below).

Natural persons not domiciled in or legal persons that do not have their principal place
of business or a real and effective industrial or commercial establishment in the EEA
must be represented by a representative based within the EEA, unless appointment of
a representative is not mandatory (see paragraph 3.1 below for any exceptions to the
general rule). See paragraph 3.2.1 below on the consequences of not appointing a
representative, when representation is mandatory, once the EUTM application has
been filed.

Representatives in the sense of Articles 119 and 120 EUTMR may be domiciled in the
EEA.

As regards registered Community design (RCD) proceedings, according to Articles 77
and 78 CDR, the relevant territory for establishing the obligation to be represented and
the place where the representative must be based in the sense of Article 78 CDR is the
EU. However, following the judgment in the Paul Rosenich case (13/07/2017, T-527/14,
PAUL ROSENICH, EU:T:2017:487), the Office deems the EEA to be the relevant
territory, with the result that the considerations previously applied to the EEA in trade
mark matters now also apply to designs.

In principle, representatives do not need to file an authorisation to act before the Office
unless the Office expressly requires it, or where, in inter partes proceedings, the other
party expressly requests it.

Where a representative has been appointed, the Office will communicate solely with
that representative.

For further information on specific aspects of professional representation during
proceedings before the Office in relation to international marks, please see the
Guidelines, Part M, International Marks.

The first part of this Section (paragraph 2) defines the different types of
representatives.
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The second part of this Section (paragraphs 3 to 6) deals with the appointment of
representatives or failure to do so and the authorisation of representatives.

2 Who May Represent

Article 119(3) and Article 120(1)(a) and (b) EUTMR
Article 74(8) EUTMDR
Article 77(3) and Article 78(1)(a) and (b) CDR

Article 62(9) CDIR

In all Member States of the EEA, representation in legal proceedings is a regulated
profession and may only be exercised under particular conditions. In proceedings
before the Office, the following categories of representative are distinguished.

Legal practitioners (Article 120(1)(a) EUTMR and Article 78(1)(a) CDR) are
professionals who, depending on the national law, are fully entitled to represent third
parties before national offices (see paragraph 2.2 below).

Other professionals (Article 120(1)(b) EUTMR and Article 78(1)(b) CDR) need to
comply with further conditions and need to be included on a specific list maintained by
the Office for this purpose (the Office’s list of professional representatives). Amongst
these, two further groups need to be distinguished: those who may represent only in
RCD proceedings (‘designs list’) and those who may represent in both EUTM and RCD
proceedings (see paragraph 2.3 below). The Office refers to these other professionals
collectively as ‘professional representatives’.

Several legal practitioners and. professional representatives may be organised in
entities called ‘associations of representatives’ (Article 74(8) EUTMDR; Article 62(9)
CDIR) (see paragraph 3.4.3 below).

The final category of representatives is made up of employees acting as
representatives for the party to proceedings before the Office (Article 119(3) EUTMR,
first alternative; Article 77(3) CDR, first alternative) (see paragraph 2.4.1 below) or
employees of economically linked legal persons (Article 119(3) EUTMR, second
alternative; Article 77(3) CDR, second alternative) (see paragraph 2.4.2 below).

Employees are to be distinguished from legal representatives under national law (see
paragraph 2.5 below).

21 ID numbers and database of representatives

All persons that identify themselves as representatives for or employees of individual
parties to proceedings before the Office and that fulfil the requirements provided by the
regulations are entered into the database of representatives and obtain an ID number.
The database has a double function, providing all relevant contact details under the
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specific ID number for any type of representative as well as the public information on
the Office’s list of professional representatives or designs list.()

A representative may have several IDs.

e Associations of representatives may have different IDs for different official
addresses.

® |ndividual representatives may have one ID as an employee representative and a
different ID as a legal practitioner in their own right.

® |f a person confirms that they work for two different associations of representatives
or from two different addresses, they can have two different numbers attributed.
Only the first ID number will be published in the Official Journal.

® |tis also possible to have two different IDs, one as a legal practitioner and one as an
Office professional representative where such a dual qualification is allowed under
national law (which is not the case, for example, in France, see Annex |). The Office,
almost invariably refuses requests from legal practitioners to be entered on the list of
Office professional representatives, as they are automatically entitled to appear in
the database as ‘legal practitioners’ in their own right and do not need to be
admitted onto the Office’s list of professional representatives.

®* Where a second (or subsequent) ID is requested for any type of representative, the
Office may require the person to prove the real and effective nature of their
establishment at any of the addresses identified. Any evidence submitted should not
be limited to the mere existence of premises at these addresses but should prove
real and effective business or employment being carried out and invoiced from the
different locations.

e A second (or subsequent) ID will not be granted for a correspondence address, a
post office box or a simple address for service in the EEA.

The database of professional representatives is available online. In the database,
representatives -are identified as: association, employee, lawyer (legal practitioners),
and professional representative. Internally, the latter category is divided into two
subcategories: type 1 consists of persons exclusively entitled to represent in RCD
matters under Article 78(1)(c) CDR, and type 2 consists of persons entitled to represent
in both trade mark and design matters under Article 120(1)(b) EUTMR and Article 78(1)
(b) CDR.

On any form and in any communication sent to the Office, the representative’s address
and contact details' may, and preferably should, be replaced by the ID number
attributed by the Office, together with the representative’s name.

The ID number can be found by consulting any of the files of the representative in
question on the Office’s website: www.euipo.europa.eu.

1 Regarding the processing of mandatory personal data in relation to the tasks of the Office, which includes contact

details, see EUIPO’s explanatory note on the processing of personal data within the framework of the EUIPO’s
tasks as laid down in the EUTMR and CDR, accessible in the ‘Data Protection’ section of the Office’s website.
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2.2 Representation by legal practitioners

Article 120(1)(a) EUTMR

Article 78(1)(a) CDR

A legal practitioner is a professional who is automatically and without any further formal
recognition allowed to represent third parties before the Office provided that they meet
the following three conditions:

1. they must be qualified in one of the Member States of the EEA;

2. they must have their place of business within the EEA; and

3. they must be entitled, within the Member State in which they are qualified, to act as
a representative in trade mark and/or design matters.

2.2.1 The term ‘legal practitioner’

The professional titles for each EEA Member State are identified in the column
‘Terminology for legal practitioner’ in Annex 1 of this Section.

222 Qualification

The requirement to be qualified in one of the Member States of the EEA means that the
person must be admitted to the bar or be admitted to practise under one of the
professional titles identified in Annex 1 pursuant to the relevant national rules. The
Office will not verify this unless there are doubts in this regard.

2.2.3 Nationality and place of business

There is no requirement as to nationality. Therefore, the legal practitioner may be a
national of a state other than one of the Member States of the EEA.

The place of business must be in the EEA. A post office box address or an address for
service does not constitute a place of business. The place of business need not
necessarily be the only place of business of the representative. Furthermore, the place
of business may be in a Member State of the EEA other than the one in which the legal
practitioner is admitted to the bar. However, legal practitioners who have their sole
place of business outside the EEA are not entitled to represent before the Office even
when they are admitted to practise in one of the Member States of the EEA. The Office
may at any time require evidence that the address provided is, or continues to be, a
real and effective place of business.

Where an association of representatives, such as a law firm or a law office, has several
places of business, it may perform acts of representation only under a place of
business within the EEA, and the Office will only communicate with the legal
practitioner at an address within the EEA.
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224 Entitlement to act in trade mark and/or design matters

The entitlement to act as a representative in trade mark and/or design matters in a
state must include the entittlement to represent clients before the national industrial
property office of that state. This condition applies to all Member States of the EEA.

Legal practitioners referred to in Article 120(1)(a) EUTMR and Article 78(1)(a) CDR
who fulfil the conditions laid down in this Article are automatically entitled as of right to
represent their clients before the Office. This basically means that if a legal practitioner
is entitled to act in trade mark and/or design matters before the central industrial
property office of the Member State of the EEA in which they are qualified, they will
also be able to act before the Office.

Legal practitioners are not entered on the list of professional representatives to which
Article 120(2) EUTMR and Article 78(1)(b) and (c) CDR refer, because the entitlement
and the special professional qualifications referred to in those provisions relate to
persons belonging to categories of professional representatives specialising in
industrial property or trade mark matters, whereas legal practitioners are by definition
entitled to be representatives in all legal matters.

If a ‘legal practitioner’ who has already been attributed an identification number as a
legal practitioner requests entry on the list of ‘professional representatives’, the ID
number will be maintained but the status will be changed from ‘legal practitioner’ to
‘professional representative’ following prior consultation with the applicant. Please refer
to paragraph 2.1 above concerning the situations where multiple ID numbers may be
allocated to one person.

Annex 1 gives a detailed explanation of the specific rules and terminology for most of
the countries. The information contained in this Annex has been provided by the
national industrial property office of each State, and any clarifications as regards its
accuracy should therefore be addressed to the national industrial property office in
question. The Office would appreciate being informed of any inconsistencies.

2.3 Professional representatives admitted and entered on the
lists maintained by the Office

Article 120(1)(b) and Article 120(2) EUTMR

Article 78(1)(b) and (c) CDR

The second group of persons entitled to represent third parties professionally before
the Office are those persons whose names appear on one of the two lists of
professional representatives maintained by the Office:

1. the Office’s list of professional representatives according to Article 120(1)(b)
EUTMR and Article 78(1)(b) CDR (in trade mark and design matters);

2. the list of professional representatives according to Article 78(1)(c) CDR (in design
matters).
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For this category of professional representatives, the entry on the Office’s list of
professional representatives entitles them to represent third parties before the Office. A
representative who is entered on the Office’s list of professional representatives,
referred to in Article 120(1)(b) EUTMR, is automatically entitled to represent third
parties in design matters according to Article 78(1)(b) CDR and will not be entered on
the special list of professional representatives in design matters (‘designs list’).

If a person on the list maintained under Article 120(1)(b) EUTMR requests entry on the
designs list maintained for professional representatives authorised to act exclusively in
Community design matters under Article 78(1)(c) and (4) CDR, the request will be
rejected.

The designs list is intended only for professional representatives who are entitled to
represent clients before the Office in design matters but not trade mark matters.

Annex 2 gives a detailed explanation of the specific rules and terminology for most of
the countries. The information contained in this Annex has been provided by the
national industrial property office of each State, and any clarifications as regards its
accuracy should therefore be addressed to the national industrial property office in
question. The Office would appreciate being informed of any inconsistencies.

Entry on the lists is subject to a request being completed and signed individually by the
person concerned, using the form established for this purpose by the Office (which can
be accessed online at: https://euipo.europa.eu/ohimportal/en/forms-and-filings).

In order to be entered on the list, three requirements must be fulfilled.

1. The representative must be a national of one of the Member States of the EEA.

2. They must have their place of business within the EEA.

3. They must be entitled under national law to represent third parties in trade mark or
design matters before the national industrial property office. To that end they must
provide a certificate attesting this from the national industrial property office of a
Member State of the EEA.

2.3.1 Entitlement under national law

The conditions for entry on the Office’s list of professional representatives and the
designs list depend on the legal situation in the Member State of the EEA concerned.

Article 120(2)(c) EUTMR

Article 78(1)(b) CDR

In a large number of Member States of the EEA, entitlement to represent third parties
before the national office in trade mark matters is conditional upon possession of a
special professional qualification (Article 120(2)(c) EUTMR, first alternative;
Article 78(4)(c) CDR, first alternative). Therefore, in order to be entitled to act as a
representative, the person must have the required qualification.

In other Member States of the EEA, there is no such requirement for a special
qualification, that is to say, representation in trade mark matters is open to anybody. In
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this case, the person involved must have regularly represented third parties in trade
mark or design matters before the national office concerned for at least 5 years
(Article 120(2)(c) EUTMR, second alternative; Article 78(4)(c) CDR, second
alternative). A subcategory of this category of Member States of the EEA consists of
those States that have a system officially recognising a professional qualification to
represent third parties before the national office concerned even though such
recognition is not a prerequisite for the exercise of professional representation. In this
case, persons so recognised are not subject to the requirement of having regularly
acted as a representative for at least 5 years.

Please refer to Annex 1 for the countries where special professional qualifications are
required.

2.3.1.1 First alternative — special professional qualifications

Where, in the Member State of the EEA concerned, entitlement is conditional upon
having special professional qualifications, persons applying to ' be entered on the list
must have acquired this special professional qualification.

2.31.2 Second alternative — 5 years’ experience

Where, in the Member State of the EEA concerned, the entitlement is not conditional
upon possession of special professional qualifications, that is to say, representation in
trade mark matters is open to anybody, persons applying to be entered on the list must
have regularly acted as professional representatives in trade mark or design matters
for at least 5 years before a central industrial property office of a Member State of the
EEA.

It is possible for the Executive Director of the Office to grant an exemption from this
requirement (see paragraph 2.3.4 below).

2.31.3 Third alternative — recognition by a Member State of the EEA

Where, in the EEA Member State concerned, the entitlement is not conditional upon
possession of special professional qualifications, that is to say, representation in trade
mark matters is open to anybody, persons whose professional qualification to represent
natural or legal persons in trade mark and/or design matters before the central
industrial property office of one of the Member States of the EEA is officially recognised
in accordance with the regulations laid down by that State will not be subject to the
condition of having exercised the profession for at least 5 years.
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2.3.2 Nationality and place of business

Article 120(2) and (4) EUTMR

Articles 78(4) and 78(6) CDR

A professional representative requesting to be entered on the list must be a national of
a Member State of the EEA.

It is possible for the Executive Director of the Office to grant an exemption from the
nationality requirement (see paragraph 2.3.4 below).

A professional representative requesting to be entered on the list must have his or her
place of business or employment in the EEA. A post office box address or an address
for service does not constitute a place of business. The place of business or
employment need not necessarily be the only place of business or employment of the
representative. The Office may at any time require evidence that the address provided
is, or continues to be, a real and effective place of business or employment.

2.3.3 Certificate

Article 120(3) EUTMR

Article 78(5) CDR

Fulfilment of the abovementioned conditions laid down in Article 120(2) EUTMR and
Article 78(4) CDR must be attested by a certificate provided by the national office
concerned. Some national offices issue individual certificates while others provide the
Office with block certificates.

Where block certificates are issued, the national offices send regularly updated lists of
professional representatives entitled to represent clients before their office. In these
cases the Office will check the indications in the request against the entries on the lists
communicated to the Office.

Otherwise, the person concerned must accompany his or her request with an individual
certificate. The applicant must complete the application form (which can be accessed
online at https://euipo.europa.eu/ohimportal/en/forms-and-filings) and send it to the
respective industrial property office of the Member State concerned. The certificate
must be completed by the respective industrial property office.
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234 Exemptions

Article 120(4) EUTMR

Article 78(6) CDR

The Executive Director of the Office may, under special circumstances, grant
exemption from the requirement to be a national of an EEA Member State, provided
that the professional representative demonstrates that he or she is a ‘highly qualified
professional’. He may also grant an exemption from the requirement of having regularly
represented in trade mark matters for at least 5 years, provided that the professional
representative demonstrates that he or she has acquired the required qualification in
another way. This power is of a discretionary nature.

The broad discretionary power to grant exemptions from the 5 years’ experience
requirement or from EEA nationality requirement pursuant to Article 120(4) EUTMR
and Article 78(4) CDR will be exercised by the Executive Director of the Office with due
regard to the fact that the provision (i) does not confer any right to the person
requesting the exemptions, (ii) is conceived as an exception from the general rule,
which needs to be applied restrictively and on a strictly individual basis only, and
(iii) can also be based on more general considerations such as the absence of any
need for additional professional representatives.

1. Exemptions from the 5 years’ experience requirement

Exemptions from the requirement for 5 years’ experience are limited to cases where
the qualification to act as a representative in trade mark or design matters, has not
been achieved before the central industrial property office concerned, but rather was
acquired in another way, for the equivalent period of at least 5 years.

It should be noted that such exemption can only be requested where the requester
is entitled to act in EEA Member States in which no ‘special professional
qualification’ is required.

It should also be noted that the experience equivalent to at least 5 years of
habitually acting as a representative before the central industrial property office
concerned, to be established by the requester (with supporting evidence), must
have been obtained in the EEA Member State concerned. For example, if an
exemption 'is requested from the 5 year requirement to act before the central
industrial property office of Member State ‘A’ (e.g. Malta), the evidence of habitually
acting as a representative must emanate from that same Member State (Malta), and
not from another EEA Member State (e.g. Ireland).

2. Exemptions from the EEA nationality requirement

Exemptions from the EEA nationality requirement are limited to requesters that
already comply with the requirements of Article 120(2)(b) and (c) EUTMR, namely
they have their place of business in the EEA, and they are entitled under national
law to represent third parties before the national industrial property office.
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In addition, it should be noted that exemptions from the EEA nationality requirement
are only conceivable for a ‘highly qualified professional’, that is in exceptional
circumstances.

This legal condition of being ‘highly qualified professional’ would at least, and
without being necessarily sufficient in themselves, require the requester to
demonstrate (with supporting evidence) that his or her professional experience:

o is specifically related to trade mark and design matters,

o has been specifically obtained ‘acting as a representative’ in trade mark and/or
design matters,

o is attributable to a specific trade mark and/or design portfolio, including elements
such as the relevance of the IP rights managed, such as prominent cases and
those that are proved to be difficult or standout due to the complexity of the
subject or grounds tackled,

o has been performed under his or her own responsibility and authority,

o has been acquired in the Member State of the EEA where the requester is
currently entitled to represent others in trade mark or design matters, within the
meaning of Article 120(2)(c) EUTMR,

o exceeds the minimum requirement of 5 years’ duration laid down in Article 120(2)
(c) EUTMR if the entitlement to represent is based on experience and not on
qualification.

The following circumstances would, on their own, not be considered to demonstrate
that the requester is a ‘highly qualified professional’ for the purposes of the
exemption from the EEA nationality requirement. However, provided that the
aforementioned requirements are fulfilled, these could be considered in the overall
assessment of all relevant factors:

o experience in IP-related areas of laws other than trade marks and designs (e.g.
patents, copyright, etc.);

o formal qualifications (i.e. Trade Mark Attorney, European Patent Attorney, etc.);

o experience achieved under supervision, assisted by others, as part of a team,
etc.

o publications, research or articles in recognised peer-reviewed journals or
specialised publications, book authorship, experience in IP educational field.

Any request for exemption, which is not subject to any time limit, should be filed
using the form provided for this purpose available on the Office’s website. All the
arguments and evidence the requester deems necessary to support the claims must
be filed together with that request. The Office will decide on the basis of that
request.

That decision might be appealed before the General Court of the European Union
under the conditions laid down in Article 263(4) TFEU.
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As regards exemptions from the nationality requirement for professional
representatives in design matters, Article 78(6)(a) CDR does not refer to the
requirement of a ‘highly qualified professional’. Instead it requires the existence of
‘special circumstances’.

However, the broad notion of ‘special circumstances’ does not preclude that the
applicant must show that he or she is a ‘highly qualified professional’ in order to be
exempted from the EEA nationality requirement for the purposes of the decision to
be taken pursuant to Article 78(6)(a) CDR. The ‘special circumstances’ of the latter
provision encompass the requirement of being a ‘highly qualified professional’.

235 Procedure for entry on the list

Article 66(1) and 120(3) EUTMR, Article 162 EUTMR

Article 78(5) CDR

Entry on the list is confirmed by notification of a positive decision, which contains the
indication of the ID number attributed to the professional representative. Entries on the
Office’s list of professional representatives or designs list are published in the Official
Journal of the Office.

If any of the requirements for entry on the list of professional representatives are not
fulfilled, a deficiency will be notified. If the deficiency is not remedied, the request for
entry on the list will be rejected. The party concerned may file an appeal against this
decision (Article 66(1) and Article 162 EUTMR; Article 55(1) CDR).

Professional representatives may obtain an additional copy of the decision free of
charge.

The files relating to requests for entry on the Office’s list of professional representatives
or designs list are not open to public inspection. Where a request for entry on the list of
professional representatives is accompanied by a request for exemption because one
of the necessary conditions for entry on the list is missing (see paragraph 2.3.4 above),
where the granting of that exemption has been refused by a final decision of the
Executive Director, there will be no subsequent decision refusing entry on the list of
representatives. This formal subsequent decision will only be issued where the
requester explicitly requests it.

2.3.6 Amendment of the list of professional representatives

2.3.6.1 Deletion

First alternative — upon own request
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Article 120(5) EUTMR
Article 78(7) CDR

Article 64(1) and (6) CDIR

The entry of a professional representative on the Office’s list of professional
representatives or designs list will be deleted at the request of that representative.

The deletion will be entered in the files kept by the Office. The notification of deletion
will be sent to the representative, and the deletion will be published in the Official
Journal of the Office.

Second alternative — automatic deletion from the list of professional representatives

Article 75(1) EUTMDR

Article 64(2) and (5) CDIR

The entry of a professional representative in the Office’s list of professional
representatives or designs list will be deleted automatically:

1. in the event of the death or legal incapacity of the professional representative;

2. where the professional representative is no longer a national of a Member State of
the EEA;

3. where the professional representative no longer has a place of business or
employment in the EEA,; or

4. where the professional representative is no longer entitled to represent third parties
before the central industrial property office of a Member State of the EEA.

Where a professional representative changes from a design attorney to a trade mark
attorney, he or she will be removed from the designs list and entered on the Office’s list
of professional representatives.

The Office may be informed of the above events in a number of ways. In case of doubt,
the Office will, prior to deletion from the list, seek clarification from the national office
concerned. It will also hear the professional representative, in particular where it is
possible that he or she may be entitled to remain on the list on another legal or factual
basis.

The deletion will be entered in the files kept by the Office. The decision of the deletion
will be notified to the representative and the deletion will be published in the Official
Journal of the Office. The party concerned can lodge an appeal against this decision.
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2.3.6.2 Suspension of the entry on the list

Article 75(2) EUTMDR

Article 64(3) CDIR

Upon notification by the relevant national industrial property office of a decision on the
suspension of the entitlement to represent natural or legal persons before the
respective national industrial property office, the entry of the professional
representative on the Office’s list of professional representatives or designs list will be
suspended. The representative will be informed accordingly.

2.3.7 Reinstatement in the list of professional representatives

Article 75(3) EUTMDR

Article 64(4) CDIR

A person whose entry has been deleted or. suspended will, upon request, be reinstated
in the list of professional representatives if the conditions for deletion or suspension no
longer exist.

A new request must be submitted in accordance with the normal procedure for
obtaining an entry on the list of professional representatives (see paragraph 2.2
above).

2.4 Representation by an employee

Article 119(3) EUTMR
Articles 1(j) and 74(1) EUTMDR
Article 77(3) CDR

Article 62(2) CDIR

Natural or legal persons whose domicile, principal place of business or real and
effective industrial or commercial establishment is in the EEA may act before the Office
through a natural person employed by them (‘employee’).

Natural persons whose domicile is outside the EEA cannot designate an employee
representative in the EEA.

Legal persons whose domicile, principle place of business or real and effective
industrial or commercial establishment is outside the EEA, may also act before the
Office through the employee of another legal person with whom they have economic
connections.
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Consequently, employees of legal persons may also act on behalf of other legal
persons who have economic connections with the first legal person (25/01/2012,
R 466/2011-4, FEMME LIBRE / FEMME, § 10) (see paragraph 2.4.2 below). This
applies even if those other legal persons have neither their domicile nor their principal
place of business nor a real and effective industrial or commercial establishment within
the EEA (see paragraph 2.4.2 below). Where a legal person from outside the EEA is
represented in this way, it is not required to appoint a professional representative within
the meaning of Article 120(1) EUTMR and Article 78(1) CDR, as an exception to the
rule that parties to the proceedings domiciled outside the EEA are obliged to appoint a
professional representative.

In all situations where an employee may represent persons as described above, the
employee representative must be located in the EEA. An employee located outside the
EEA may not represent their employer before the EUIPO.

Article 65(1)(i) EUTMDR

Article 68(1)(i) CDIR

On the forms made available by the Office, the employee signing the application or
request must indicate his or her name, tick the checkboxes relating to employees, and
fill in the field reserved for professional representatives on p. 1 of the form or the sheet
with details relating to professional representatives.

The name(s) of the employee(s) will be entered in the database and published under
‘representatives’ in the EUTM Bulletin.

241 Employees acting for their employer

Article 119(3) EUTMR
Article 74(1) EUTMDR
Article 77(3) CDR

Article 62(2) CDIR

Where employees ‘act for their employer, this is not a case of professional
representation under Article 120(1) EUTMR or Article 78(1) CDR. As such,
Article 109(1) EUTMR is not applicable for the apportionment and fixing of costs in inter
partes proceedings (17/07/2012, T-240/11, MyBeauty (fig.) / BEAUTY TV et al.,
EU:T:2012:391, § 15 et seq.).

In EUTM matters no authorisation needs to be submitted, unless the Office or any party
to the proceedings requests it. However, in RCD matters, Article 77(3) CDR establishes
that the signed authorisation is a compulsory requirement for insertion in the file. No
other requirements, for example that the employees be qualified to represent third
parties before national offices, need be met.
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The Office will not generally verify whether there actually is an employee relationship
with the party to the proceedings, but may do so where it has reason to doubt that an
employment relationship exists, such as when different addresses are indicated or
when one and the same person is nominated as the employee of different legal
persons.

24.2 Representation by employees of a legal person with economic
connections

Article 119(3) EUTMR

Article 77(3) CDR

Employees of legal persons may represent other legal persons provided that the two
legal persons have economic connections with each other. Economic connections in
this sense exist when there is economic dependence between the two legal persons,
either in the sense that the party to the proceedings is'dependent on the employer of
the employee concerned, or vice versa. This economic dependence may exist:

e e¢ither because the two legal persons are members of the same group; or
® because of management control mechanisms (22/09/2016, T-512/15, SUN CALI
(fig.), EU:T:2016:527, § 33 et seq.).

However, the following are not sufficient to establish economic connections:

® a connection by virtue of a trade mark licensing agreement;

® a contractual relationship between two enterprises aimed at mutual representation
or legal assistance;

®* a mere supplier/client relationship, for example, on the basis of an exclusive
distribution or franchising agreement.

Where an employee representative wishes to rely on economic connections, he or she
must tick the relevant section in the official form, and indicate his or her name and the
name and address of the employer. It is recommended that the nature of the economic
connection be indicated, unless it is evident from the documents submitted. The Office
will not generally make any enquiries in this regard, unless it has reason to doubt that
economic connections exist. In this case, the Office may ask for further explanation
and, where necessary, documentary evidence.

2.5 Legal representation and signature

Legal representation refers to the representation of natural or legal persons through
other persons in accordance with national law. For example, the president of a
company is the legal representative of that company.

In the case that a natural person is acting as a legal representative, this should be
indicated underneath the signature(s), the name(s) of the individual person(s) signing
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and the person’s(persons’) status, for example, ‘president’, ‘chief executive officer’,
‘gérant’, ‘procuriste’, ‘Geschaftsfuhrer’ or ‘Prokurist’.

Other examples of legal representation according to national law are cases where
minors are represented by their parents or by a custodian, or a company is represented
by a liquidator. In these cases, the person actually signing must demonstrate his or her
capacity to sign even though no authorisation is required.

It should be borne in mind, however, that a legal person addressing the Office from
outside the EEA must be represented by a professional representative within the EEA,
unless appointment of a representative is not mandatory (see paragraph 3.1 below for
any exceptions to the general rule). See paragraph 3.2.1 below on the consequences
of not appointing a representative, when representation is mandatory, once the EUTM
application has been filed.

3 Appointment of a Professional Representative

3.1 Conditions under which appointment is mandatory

Subject to the exception outlined in paragraph 2.4 above, the appointment of a
professional representative is mandatory for parties to proceedings before the Office
that do not have their domicile or their principal place of business, or a real and
effective industrial or commercial establishment in the EEA. This obligation exists for
all proceedings before the Office, except for the filing of an application for an EUTM or
an RCD, an application for renewal of an EUTM or an RCD, and an application for
inspection of files.

The same applies to international registrations designating the EU. For further
information on this point, please see the Guidelines, Part M, International Marks.

3.1.1 Domicile and place of business

The criterion for mandatory representation is domicile or place of business or
commercial establishment, not nationality. For example, a French national domiciled in
Japan has to be represented, but an Australian national domiciled in Belgium does not
have to be. The Office will determine this criterion with respect to the address
indicated. Where the party to the proceedings indicates an address outside the EEA,
but relies on a place of business or establishment within the EEA, it must give the
appropriate indications and explanations, and any correspondence with that party will
have to be made to the address in the EEA. The criterion of the principal place of
business or real and effective industrial or commercial establishment is not fulfilled
where the party to the proceedings merely has a post office box or an address for
service in the EEA, nor where the applicant indicates the address of an agent with a
place of business in the EEA. A subsidiary is not a real and effective industrial or
commercial establishment since it has its own legal personality. Where the party to the
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proceedings indicates an address within the EEA as its own address, the Office will not
investigate the matter further unless exceptional reasons give rise to some doubt.

For legal persons, the domicile is determined in accordance with Article 65 TFEU. The
actual seat or main domicile must be in the EEA. It is not sufficient that the law
governing the company is the law of a Member State of the EEA.

3.1.2 The notion of ‘in the EEA’

Article 119(2) EUTMR

In applying Article 119(2) EUTMR, the relevant territory is the territory of the EEA,
which comprises the EU and the countries of Iceland, Liechtenstein and Norway.

Article 77(2) CDR

For RCDs, according to Articles 77 and 78 CDR, the relevant territory for establishing
the obligation to be represented and the place where the representative must be based
in the sense of Article 78 CDR is the EU. However, following the judgment in the Paul
Rosenich case (13/07/2017, T-527/14, PAUL ROSENICH, EU:T:2017:487), the Office
deems the EEA to be the relevant territory, with the result that the considerations
previously applied to the EEA in trade mark matters now also apply to designs.

3.2 Consequences of non-compliance when appointment is
mandatory

Article 120(1) EUTMR

Article 78(1) CDR

Where a party to proceedings before the Office is in one of the situations described
under paragraph 3.1, but has failed to appoint a professional representative within the
meaning of Article 120(1) EUTMR or Article 78(1) CDR in the application or request, or
where compliance with the representation requirement ceases to exist at a later stage
(e.g. where the representative withdraws), the legal consequences depend on the
nature of the proceedings concerned.

3.2.1 During registration

Articles 31(3) and 119(2) EUTMR

Article 10(3)(a) CDIR

Where representation is mandatory and the applicant fails to designate a professional
representative in the application form, the examiner will invite the applicant to appoint a

Guidelines for Examination in the Office, Part A General rules Page 79

FINAL VERSION 1.0 01/03/2021




Section 5 Professional representation

representative as part of the formality examination pursuant to Article 31(3) EUTMR,
first sentence, or Article 10(3)(a) CDIR. Where the applicant fails to remedy this
deficiency, the application will be refused.

The same course of action will be taken where the appointment of a representative
ceases to exist later during the registration process, up until any time before actual
registration, that is to say, even within the period between publication of the EUTM
application and registration of the EUTM.

Where a specific (‘secondary’) request is introduced on behalf of the applicant during
the registration process, for example a request for inspection of files, a request for
registration of a licence or a request for restitutio in infegrum, the appointment of a
representative need not be repeated, but the Office may in case of doubt request an
authorisation. The Office will in this case communicate with the representative on file,
and the representative for the recordal applicant, where different.

3.2.2 During opposition

For EUTM applicants, the preceding paragraphs apply where appointment of a
representative is mandatory. The procedure to remedy any deficiencies relating to
representation will take place outside the opposition proceedings. Where the applicant
fails to remedy the deficiency, the EUTM application will be refused, and the opposition
proceedings will be terminated.

Article 2(2)(h)(ii) and Article 5(5) EUTMDR

As regards the opponent, any initial deficiency relating to representation is a ground for
inadmissibility of the opposition. Where representation is mandatory pursuant to
Article 119(2) EUTMR and the notice of opposition does not contain the appointment of
a representative, the examiner will invite the opponent to appoint a representative
within a 2-month time limit pursuant to Article 5(5) EUTMDR. If the deficiency is not
remedied before the time limit expires, the opposition will be rejected as inadmissible.

When a representative resigns, the proceedings continue with the opponent itself if it is
from the EEA. If the opponent is from outside the EEA, the Office will issue a deficiency
inviting the opponent to-appoint a representative. If the deficiency is not remedied, the
opposition will be rejected as inadmissible.

When there is a withdrawal, change or appointment of a representative during
opposition proceedings, the Office will inform the other party of the change by sending
a copy of the letter and of the authorisation (if submitted).

3.2.3 Cancellation

Article 12(1)(c)(ii) and Article 15(4) EUTMDR

In cancellation proceedings, the above paragraphs concerning the opponent apply
mutatis mutandis to the applicant for revocation or declaration of invalidity of an EUTM.

Guidelines for Examination in the Office, Part A General rules Page 80

FINAL VERSION 1.0 01/03/2021




Section 5 Professional representation

Where an EUTM proprietor from outside the EEA is no longer represented, the
examiner will invite it to appoint a representative. If it does not do so, procedural
statements made by it will not be taken into account, and the cancellation application
will be dealt with on the basis of the evidence that the Office has before it. However, a
registered EUTM will not be cancelled simply because an EUTM proprietor from
outside the EEA is no longer represented.

3.3 Appointment of a representative when not mandatory

Where the party to the proceedings before the Office is not obliged to be represented,
they may nevertheless, at any time, appoint a representative within the meaning of
Article 119 or 120 EUTMR and Articles 77 and 78 CDR.

Where a representative has been appointed, the Office will communicate solely with
that representative (see paragraph 4 below).

3.4 Appointment/replacement of a representative

3.4.1 Explicit appointment/replacement

Article 74(7) EUTMDR

Article 1(1)(e) and Article 62(8) CDIR

A representative is normally appointed in the official Office form initiating the procedure
involved, for example, the application form or the opposition form (as concerns the
appointment of multiple representatives, see paragraph 4 below).

A representative may also be appointed in a subsequent communication. In the same
way, a representative may also be replaced at any stage of the proceedings.

The appointment must be unequivocal.

It is strongly recommended that the request for registration of an appointment of a
representative be submitted electronically via the Office’s website (e-recordals).

An application to record an appointment must contain:

® the registration or application number of the EUTM/RCD registration or application;
® the new representative’s particulars;
e the signature(s) of the person(s) requesting the recordal.

When the application does not comply with the above, the recordal applicant will be
invited to remedy the deficiency. The notification will be addressed to the person who
filed the application to record the appointment of the representative. If the recordal
applicant fails to remedy the deficiency, the Office will reject the application.

Where a representative has been appointed, the notification will be sent to the party
that submitted the application to register the appointment, that is to say, to the recordal
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applicant. Any other party, including the previous representative in the case of a
replacement when he or she is not the recordal applicant, will be informed of the
appointment in a separate communication only once the appointment has been
registered.

When the application relates to more than one proceeding, the recordal applicant must
select a language for the application that is common to all proceedings. If there is no
common language, separate applications for appointment must be filed. For more
information on the use of languages see the Guidelines, Part A, General Rules,
Section 4, Language of Proceedings.

If there is no representative in the proceedings, a communication made in respect of a
particular procedure (e.g. registration or opposition), accompanied by an authorisation
signed by the party to the proceedings, implies the appointment of a representative.
This also applies where a general authorisation is filed in the same way. For
information about general authorisations, see paragraph 5.2 below.

If there is already a representative in the proceedings, the person represented has to
clarify whether the former representative will be replaced.

3.4.2 Implicit appointment

Submissions, requests, etc. filed on behalf of the parties by a representative (hereafter
the ‘new’ representative) other than the one who appears in our register (hereafter the
‘old’ representative) will initially be accepted.

The Office will then send a letter to the ‘new’ representative inviting him or her to
confirm his or her appointment within 1 month. The letter will include a warning that if
the representative does not reply within the time limit, the Office will assume that he or
she has not been appointed as representative.

If the ‘new’ representative confirms his or her appointment, the submission will be
taken into account ‘and the Office will send further communications to the ‘new’
representative.

If the ‘new’ representative does not reply within 1 month or confirms that he or she is
not the ‘new’ representative, the proceedings will go on with the ‘old’ representative.
The submission and the answer from the ‘new’ representative will not be taken into
account and will be forwarded to the ‘old’ representative for information purposes only.

In particular, when the submission leads to the closure of proceedings (withdrawals/
limitations), the ‘new’ representative must confirm his or her appointment as
representative so that the closure of proceedings or the limitation can be accepted. In
any case, the proceedings will not be suspended.
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3.4.3 Associations of representatives

Article 74(8) EUTMDR

Article 62(5) CDIR

An association of representatives (such as firms or partnerships of lawyers or
professional representatives or both) may be appointed rather than the individual
representatives working within that association.

In order for the Office to grant an ID number to an association of representatives (see
paragraph 2.1 above), there must be at least two legal practitioners or professional
representatives practising within that association or partnership that comply with the
requirements of Article 120(1) EUTMR or Article 78(1) CDR and that have already
obtained individual ID numbers from the Office assigned to the address of the
association. This information should be submitted with the initial request.

Where the Office had doubts that the association has at least a minimum of two
members complying with the requirements, or doubts regarding .the continued
presence of at least two qualified association members, the Office will issue a
deficiency notification. This deficiency may be issued at the time of examining the initial
request, or at any later stage. In the event the deficiency is not remedied, any existing
association ID number will be invalidated, and any files assigned to this existing ID will
be moved to the individual ID of the only existing member of the association.

The appointment of an association of representatives automatically extends to any
professional representative who, 'subsequent to. the initial appointment, joins that
association of representatives. Conversely, any representative who leaves the
association of representatives automatically ceases to be authorised under that
association. It is strongly recommended that any changes and information concerning
representatives joining or leaving the association be notified to the Office. The Office
reserves the right, if justified under the circumstances of the case, to verify whether a
given representative actually works within the association.

Article 120(1) EUTMR
Article 74 EUTMDR
Article 78(1) CDR

Article 62 CDIR

The appointment of an association of representatives does not depart from the general
rule that only legal practitioners and professional representatives within the meaning of
Article 120(1) EUTMR and Article 78(1) CDR may perform legal acts before the Office
on behalf of third parties. Thus, any application, request or communication must be
signed by a physical person possessing this qualification. The representative must
indicate his or her name underneath the signature. He or she may indicate his or her
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individual ID number, if one has been provided by the Office, or his or her association
ID number.

4 Communication with Representatives

Article 60(1) and (3) and Article 66 EUTMDR

Article 53(1) and (3) and Article 63 CDIR

Where a representative has been appointed within the meaning of Article 119 or
120 EUTMR and Article 77 or 78 CDR, the Office will communicate solely with that
representative.

Any notification or other communication addressed by the Office to the duly authorised
representative will have the same effect as if it had been addressed to the person
represented.

Any communication addressed to the Office by the duly authorised representative will
have the same effect as if it originated from the person represented.

In addition, if the person represented itself files documents with the Office while being
represented by a duly authorised representative, these documents will be accepted by
the Office as long as the person represented has its domicile or principal place of
business or a real and effective industrial or commercial establishment in the EEA.
Otherwise, the documents submitted will be rejected.

Article 60(2) and Article 73 EUTMDR

Article 53(2) and Article 61 CDIR

A party to the proceedings before the Office may appoint up to a maximum of two
representatives, in which case each of the representatives may act either jointly or
separately, unless the authorisation given to the Office provides otherwise. The Office,
however, will as a matter of course communicate only with the first-named
representative, except where the additional representative is appointed for a specific
secondary procedure (such as inspection of files or opposition), in which case the
Office will communicate with this representative during the course of this specific
secondary procedure.

Article 119(4) EUTMR
Articles 60(1) and (2) and 73(1) EUTMDR

Article 61(1) CDIR

Where there is more than one applicant, opponent or any other party to proceedings
before the Office, a common representative may be expressly appointed.
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Where a common representative is not expressly appointed, the first applicant named
in the application that is domiciled in the EEA, or its representative if appointed, will be
considered to be the common representative.

If none of the applicants are domiciled in the EEA, they are obliged to appoint a
professional representative; therefore, the first named professional representative
appointed by any of the applicants will be considered to be the common representative.

The Office will address all notifications to the common representative.

5 Authorisation

Articles 119(3) and 120(1) EUTMR
Article 74 EUTMDR
Articles 77(3) and 78(1) CDR

Article 62 CDIR

In principle, professional representatives do not need to file an authorisation to act
before the Office. However, any professional representative (legal practitioner or Office
professional representative entered on the list, including an association of
representatives) acting before the Office must file an authorisation for insertion in the
files if the Office expressly requires this or, where there are several parties to the
proceedings in which the representative acts before the Office, if the other party
expressly asks for this.

In such cases, the Office will invite the representative to file the authorisation within a
specific time limit. The letter will include a warning that if the representative does not
reply within the time limit, the Office will assume that he or she has not been appointed
as representative and proceedings will continue directly with the party. Where
representation is mandatory, the party represented will be invited to appoint a new
representative and paragraph 3.2 above applies. Any procedural steps, other than the
filing of the application, taken by the representative will be deemed not to have been
taken if the party represented does not approve them within a period specified by the
Office.

An authorisation must be signed by the party to the proceedings. In the case of legal
persons, it must be signed by a person who is entitled, under the applicable national
law, to act on behalf of that person.

Simple photocopies of the signed original may be submitted. Original documents
become part of the file and, therefore, cannot be returned to the person who submitted
them.

Authorisations may be submitted in the form of individual or general authorisations.
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5.1 Individual authorisations

Article 120(3) EUTMR
Article 65(1)(i) and Article 74 EUTMDR
Article 78(5) CDR

Article 62 and Article 68(1)(i) CDIR

Individual authorisations may be made on the form established by the Office pursuant
to Article 65(1)(i) EUTMDR and Article 68(1)(i) CDIR. The procedure to which the
authorisation relates must be indicated (e.g. ‘concerning EUTM application
number 12345’). The authorisation will then extend to all acts during the lifetime of the
ensuing EUTM. Several proceedings may be indicated.

Individual authorisations, whether submitted on the form made available by the Office
or on the representative’s own form, may contain restrictions as to its scope.

5.2 General authorisations

Article 120(1) EUTMR
Article 65(1)(i) and Article 74 EUTMDR
Article 78(1) CDR

Article 62 and Article 68(1)(i) CDIR

A ‘general authorisation’ authorises the representative, the association of
representatives or the employee to perform all acts in all proceedings before the Office,
including, but not limited to, the filing and prosecution of EUTM applications, the filing
of oppositions and the filing of requests for a declaration of revocation or invalidity, as
well as in all proceedings concerning RCDs and international marks. The authorisation
should be made on the form made available by the Office, or a form with the same
content. The authorisation must cover all proceedings before the Office and may not
contain limitations. For example, where the text of the authorisation relates to the ‘filing
and prosecution of EUTM applications and defending them’, this is not acceptable
because it does not cover the authority to file oppositions and requests for a
declaration of revocation or invalidity. Where the authorisation contains such
restrictions, it will be treated as an individual authorisation.

Guidelines for Examination in the Office, Part A General rules Page 86

FINAL VERSION 1.0 01/03/2021




Section 5 Professional representation

5.3 Consequences where authorisation expressly requested by
the Office is missing

If representation is not mandatory, the proceedings will continue with the person

represented.

If representation is mandatory, paragraph 3.2 above will apply.

6 Withdrawal of a Representative’s Appointment or
Authorisation

A withdrawal or change of representative may be brought about by an action taken by
the person represented, the previous representative or the new representative.

6.1 Action taken by the person represented

Article 74(4) EUTMDR

Article 62(5) CDIR

The person represented may at any time revoke, in a written and signed
communication to the Office, the appointment of a representative or the authorisation
granted to them. Revocation of an authorisation implies revocation of the
representative’s appointment.

Article 74(5) EUTMDR

Article 62(6) CDIR

Any representative who has ceased to be authorised will continue to be regarded as
the representative until the termination of that representative’s authorisation has been
communicated to the Office.

Where the party to the proceedings is obliged to be represented, paragraph 3.2 above
will apply.

6.2 Withdrawal by the representative

The representative may at any time declare, by a signed communication to the Office,
that they withdraw as a representative. The request must indicate the number of the
proceedings (e.g. EUTM/RCD number, opposition, etc.). If the representative declares
that representation will be taken over by another representative as from that moment,
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the Office will record the change accordingly and correspond with the new
representative.

7 Death or Legal Incapacity of the Party Represented or
Representative

71 Death or legal incapacity of the party represented

Article 74(6) EUTMDR

Article 62(7) CDIR

In the event of the death or legal incapacity of the authorising party, the proceedings
will continue with the representative, unless the authorisation contains provisions to the
contrary.

Article 106(1) EUTMR

Article 59(1) CDIR

Depending on the proceedings, the representative will have to apply for registration of
a transfer to the successor in title. However, in the event of the death or legal
incapacity of the applicant for, or proprietor of, an EUTM, the representative may apply
for an interruption of proceedings. For more information on interrupting opposition
proceedings following the death or legal incapacity of the EUTM applicant or its
representative, see the Guidelines, Part C, Opposition, Section 1, Procedural Matters.

In insolvency proceedings, a liquidator, once nominated, will assume the capacity to act
on behalf of the bankrupt person and may — or (in the case of mandatory
representation) must — appoint a new representative, or else confirm the appointment
of the existing representative.

For more information on insolvency proceedings, see the Guidelines, Part E, Register
Operations, Section 3, EUTMs and RCDs as Objects of Property, Chapter 2, Licences,
Rights in Rem, Levies of Execution, Insolvency Proceedings or Similar Proceedings.
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7.2 Death or legal incapacity of the representative

Article 106(1) and (2) EUTMR
Article 72(2) EUTMDR

Article 59(1)(c) and Article 59(3) CDIR

In the event of the death or legal incapacity of a representative, the proceedings before
the Office will be interrupted. If the Office has not been informed of the appointment of
a new representative within a period of 3 months after the interruption, the Office will:

e where representation is not mandatory, inform the authorising party that the
proceedings will now be resumed with them;

® where representation is mandatory, inform the authorising party that the legal
consequences will apply, depending on the nature of the proceedings concerned
(e.g. the application will be deemed to have been withdrawn, or the opposition will
be rejected), if a new representative is not appointed within 2 months of the date of
notification of that communication (28/09/2007, R 48/2004-4, PORTICO / PORTICO,
§ 13, 15).
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Annex 2

The list below shows the countries where a title exists for a person who is only entitled
to represent in design matters. If the country is not on the list it means that the relevant
entitlement also covers trade mark matters and so this person would not be on the
special designs list.
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